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Claim Rejections - 35 USC§102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1 and 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Meurer et 
al.(USPN 5,810,232). 

In reference to claims 1 and 5-7, Meurer et al. discloses a hand-held power tool 
conq^rising: a housing (100); at least a first attaching means (16) for selectively detachably 
mounting a clip (10) to the housing (100) and a second attaching means (20) for selectively 
detachably mounting a clip (10) to the housing (100); and a single, rigid clip (10) selectively 
detachably mounted to the housing (100) via either the first attaching means (16) or the second 
attaching means (20), and a threaded fastener (102), the clip (10) capable of capturing the 
accommodating surface for suspending the hand-held power tool from the accommodating 
surface (figure 4); wherein the clip is selectively detachably mountable by a user to the housing, 
at a first position through the use of the first attaching means and without the use of the second 
attaching means, and the clip is selectively detachably mountable by a user to the housing at a 
second position, symmetrically opposite the first position, through the use of the second 
attaching means (20), and without the use of the first attaching means (column 3 line 57-column 
4 line 2). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of tliis title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-5 are rejected under 35 U.S.C, 103(a) as being unpatentable over Greig (US 

Des. 345,465) in view of Shaw (US 2002/0179659). 

With respect to claims 1-5, Greig discloses a hand-held power tool comprising: a 
housing; at least a first attaching means (threaded fasteners; figure 5) for selectively detachably 
mounting a single rigid clip to the housing and a second attaching means for selectively 
detachably mounting the clip to the housing; the clip capable of capturing the accommodating 
surface for suspending the hand-held power tool fi-om the accommodating surface; wherein the 
first attaching means and the second attaching means comprise, a bore formed in the clip; a bore 
formed in the housing; a threaded fastener passing through the bore in the cUp an received in the 
bore formed in the housing. 

The bores in the housing of Greig pass conpletely through the housing, therefore, 
providing capability to position the clip on either side of the housing. Shaw teaches that it is 
known to position an attaching bore (40) on the side of a hand held device housing, without the 
bore passing completely through the housing. Meurer et al. teaches, at column 3 lines 64-66, that 
the positioning of a clip on either side of a tool housing site position on the hoxising, allows for 
accommodation of a left-handed operator as well as a right-handed operator. It would have been 
obvious to one having ordinary skill in the art at the time of the invention to replace the through 
bores on either side of Greig with the non-through bores of Shaw, since it has been held that 
omission of an element and its function in a combination where the remaining elements perform 
the same function as before, involves routine skill in the art. Thus, the modified bores of Greigh 
would allow for selectively detachably mounting of the clip to the housing, at a first position 
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through the use of the first attaching means and without the use of the second attaching means, as 
well as, selectively detachably mounting of the cUp to the housing at a second position, 
symmetrically opposite the first position, through the use of the second attaching means and 
without the use of the first attaching means. 

5. Claims 2, 8, and 10-13 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Meurer et al. (USPN 5,810,232) in view of Hayasaka (USPN 4,956,895). 

Regarding claims 2, Meurer et al. discloses a hand held power tool, conqjrising: a 
housing (100) with a first and second attaching means for affixing a clip (10) the housing (100) 
on wherein the first and second attaching means comprises: a bore (16, 20) formed in the clip 
(10); a bore formed in the housing (100); and a fastener (102) passing through the bore in the clip 
(10) and the housing (100). Meurer et al. does not disclose an indexing projection and an 
indexing projection recess. Hayasaka teaches a housing (50) and a detachable clip (30), wherein 
an indexing projection 36) extending fi-om the clip (30) is received in an indexing projection 
recess (54) of the housing (50). It would have been obvious to one having ordinary skill in the 
art at the time of the invention to modify the housing and cUp of Meurer et al. to include the 
indexing projection and indexing projection recess of Hayasaka, for the purpose of properly 
positioning the clip on the housing. 

With respect to claim 8, Maurer et al. discloses a hand held power tool having a clip (10), 
wherein the clip (10) comprises: a tool mating surface (opposite 18); a first projection (14) 
extending outwardly fi*om the tool mating surface at a first end, but does not disclose a second 
projection extending fi-om a second end of the first projection. Hayasaka teaches a hand held 
device (50) having a cUp (30), wherein the clip comprises: a tool mating surface (32); a first 
projection (38) extending outwardly fi-om the tool mating surface at a first end, and a second 
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projection (Figure A below) extending from a second end of the first projection. It would have 
been obvious to one having ordinary skill in the art at the time of the invention to modify the clip 
of Meurer et al. to include the second projection of Hayasaka for the purpose of providing a 
gripping engagement or to enclose the receiving space created by the tool mating surface and the 
first projection, thereby securing the hand held device to a surface. 



54 360 3S 



TOOL MATING SURFACE 




SECOND PROJECTION 



Figure A 

In reference to claims 10-12, Meurer et al. discloses a hand-held power tool con:q)rising: a 
housing (100) having a fastener receiving recess (102); a cUp (10) detachably mounted to the 
housing (100) through attachment of a threaded chp fastener (threaded connecting portion of air 
hose at 102) to the fastener receiving recess (102), the cUp fastener being selectively detachable 
and reattachable by a user to the fastener receiving recess (102). Meurer et al. does not disclose 
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an indexing projection and an indexing projection recess. Hayasaka teaches a housing (50) and a 
detachable clip (30), wherein an indexing projection 36) extending from the clip (30) is received 
in an indexing projection recess (54) of the housing (50). It would have been obvious to one 
having ordinary skill in the art at the time of the invention to modify the housing and clip of 
Meurer et al. to include the indexing projection and indexing projection recess of Hayasaka, for 
the purpose of properly positioning the chp on the housing. 

Regarding claim 13, Maurer et al. discloses a hand held power tool having a clip (10), 
wherein the clip (10) con5)rises: a tool mating surface (opposite 18); a first projection (14) 
extending outwardly from the tool mating surface at a first end, but does not disclose a second 
projection extending from a second end of the first projection. Hayasaka teaches a hand held 
device (50) having a clip (30), wherein the clip comprises: a tool mating surface (32); a first 
projection (38) extending outwardly from the tool mating surface at a first end, and a second 
projection extending from a second end of the first projection. It would have been obvious to 
one having ordinary skill in the art at the time of the invention to modify the clip of Meurer et al. 
to include the second projection of Hayasaka for the purpose of providing a gripping engagement 
or to enclose the receiving space created by the tool mating surface and the first projection, 
thereby securing the hand held device to a surface. 

6. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Meurer et 
al. (USPN 5,8 1 0,232) in view of Hayasaka (USPN 4,956,895) as appUed to claim 2 above, and 
fiuther in view of Shaw (US 2002/0179659). 

With respect to claims 3 and 4, Meurer et al. discloses a hand held power tool having a 
housing (100) and a detachable clip (10) mounted to a rear portion of the housing (100) via a 
bore in the housing (102), a bore (16, 20) in the cHp (10) and a threaded fastener, the chp capable 
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of being mounted to extend along a left side or a right side of the housing (column 3 line 58- 
column 4 line 2). Meurer et al, does not disclose the bore in the housing, through which the clip 
is mounted to the housing, as being positioned along a side portion of the housing. Shaw teaches 
that it is known to position an attaching bore (40 on the side of a hand held device housing, for 
the purpose of securing a detachable cUp (10) to the hand held device, which deemed to be a 
known equivalent structure in the art. Therefore, because these two elements were art 
recognized equivalents at the time of the invention was made, one of ordinary skill in the art 
would have found it obvious to substitute the side attaching bore and clip for the rear attaching 
bore and clip. 

It would have been further obvious, at the time of the invention, to modify the hand held 
power tool housing of Meurer et al. to include an additional attaching bore in a symmetrically 
opposite position on the housing, since Meurer et al. states at column 3 lines 64-66 that such a 
modification would allow for accommodation of a left-handed operator as well as a right-handed 
operator. 

7, Claims 14-19 and 26-30 are rejected under 35 U.S.C, 103(a) as being unpatentable over 
Sasaki et al. (USPN 5,372,206) in view of Greig (USPN Des. 345,465) aad Meurer et al. (USPN 
5,810,232). 

Regarding claims 14-19, Sasaki et al. discloses a drill comprising: a housing (1) with a 
barrel portion and a pistol grip portion, the barrel portion at least partially 
enclosing a rotary motor (2), the pistol grip portion having a switch (3) which controls the rotary 
motor (2); the housing (1) having a central axis defined by a plane that approximately divides in 
half the barrel portion of the housing (1) and the pistol grip portion of the housing (1) with a first 
side of the housing (1) on one side of the central axis and a second side of the housing (1) on the 
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other opposite side of the central axis; a chuck (19); and a clip (upper portion of housing; figure 
1) capable of suspending the drill/driver from a surface. Sasaki et al. does not disclose the clip as 
being selectively detachably, nor does Sasaki et al. disclose mounting the cHp in selective 
positions. 

Greig teaches that it is known to mount a detachable clip to a side of housing of a 
drill/driver. It would have been obvious to one having ordinary skill in the art at the time of the 
invention to mount a detachable clip to the housing of Sasaki et al., as taught by Greig, for the 
purpose of interchanging the cHp on altemate sides of the drill/driver housing, or for simply 
having the option of having the clip on the housing or not. 

Greig illustrates a drill/driver having a housing with attaching bores on both sides of the 
housing, through which a clip is capable of being detachably mounted. Although Greig does not 
illustrate positioning the cHp in first and second positions on the drill/driver housing, Meurer et 
al. teaches that it is known to position a detachable clip along symmetrically opposite sides of a 
drill/driver housing. It would have been obvious to one having ordinary skill in the art the time 
of the invention to further modify the housing of Sasaki et al. to mount the detachable cKp in a 
first position along a first side of the drill/driver housing, or in a second position along a second 
side of the drill/driver housing, since Meurer et al. states in column 3 lines 58-66 that such a 
modification allows for accommodation of a left-handed operator as well as a right-handed 
operator. 

With respect to claims 26-30, Sasaki et al. discloses a drill/driver comprising: a housing 
(1) with a barrel portion and a pistol grip portion, the barrel portion at least partially 
enclosing a rotary motor (2), the pistol grip portion having a switch (3) which controls the rotary 
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motor (2); the housing (1) having a central axis defined by a plane that approximately divides in 
half the barrel portion of the housing (1) and the pistol grip portion of the housing (1) with a first 
side of the housing (1) on one side of the central axis and a second side of the housing (1) on the 
other opposite side of the central axis; a chuck (19); and a means (upper portion of housing; 
figure 1) capable of suspending the drill/driver fi-om a surface. Sasaki et al. does not disclose the 
clip as being selectively detachably, nor does Sasaki et al. disclose mounting the clip in selective 
positions. 

Greig teaches that it is known to mount a detachable holding means to a side of a housing 
of a drill/driver. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to mount a detachable holding means to the housing of Sasaki et al., as taught by 
Greig, for the purpose of interchanging the holding means on alternate sides of the drill/driver 
housing, or for simply having the option of having or not having the holding means on the 
housing. 

Greig illustrates a drill/driver having a housing with attaching bores on both sides of the 
housing, through which a holding means capable of being detachably mounted. Although Greig 
does not illustrate positioning the a holding means in first and second positions on the drill/driver 
housing, Meurer et al. teaches that it is known to position a detachable a holding means along 
symmetrically opposite sides of a drill/driver housing. It would have been obvious to one having 
ordinary skill in the art the time of the invention to further modify the housing of Sasaki et al. to 
mount the a holding means in a first position along a first side of the drill/driver housing, or in a 
second position along a second side of the drill/driver housing, since Meurer et al. states in 
column 3 lines 58-66 that such a modification allows for accommodation of a lefl-handed 
operator as well as a right-handed operator. 



Application/Control Number: 10/773,252 
Art Unit: 3721 



Page 10 



8. Claims 20, 21, 24, 25, 31, 32 and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sasaki et al (USPN 5,372,206) in view of Greig (USPN Des. 345,465) and 
Meurer et al. (USPN 5,810,232) as applied to claims 19 and 30 above, and further in view of 
Hayasaka (USPN 4,956,895). 

Regarding respect to claims 20, 21 and 24, the modified drill/driver of Sasaki et al. in 
view of Grieg discloses a drill/driver having a housing and a single, rigid clip detachably 
mounted to the housing, wherein the clip is mounted to the housing via: a bore in the cUp, a first 
bore formed in the first side of the housing, and a second bore formed in the second side of the 
housing; wherein a fastener passes through the bore in the clip and the first bore in the housing, 
in the first position, and wherein the fastener passes through the bore in the clip and the second 
bore in the housing, in the second position. Sasaki et al. in view of Grieg does not disclose an 
indexing projection and an indexing projection recess. Hayasaka teaches a housing (50) and a 
detachable chp (30), wherein an indexing projection 36) extending fi-om the clip (30) is received 
in an indexing projection recess (54) of the housing (50). It would have been obvious to one 
having ordinary skill in the art at the time of the invention to modify the housing and clip of 
Meurer et al. to include the indexing projection and indexing projection recess of Hayasaka, for 
the purpose of properly positioning the clip on the housing. 

In reference to claim 25, Sasaki et al. disclose a drill/driver housing and clip, but does 
disclose the clip of having a first projection and a second projection. Hayasaka teaches a 
housing (50) having a chp (30), wherein the clip conprises: a tool mating surface (32); a first 
projection (38) extending outwardly fi-om the tool mating surface at a first end, and a second 
projection extending fi-om a second end of the first projection. It would have been obvious to 
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one having ordinary skill in the art at the time of the invention to modify the clip of Meurer et al. 
to include the second projection of Hayasaka for the purpose of providing a gripping engagement 
or to enclose the receiving space created by the tool mating surface and the first projection, 
thereby securing the hand held device to a surface. 

With respect to claims 31, 32 and 35, the modified drill/driver of Sasaki et al. in view of 
Grieg discloses a drill/driver having a housing and a single, rigid holding means, detachably 
mounted to the housing, wherein the holding means is mounted to the housing via: a bore in the 
holding means, a first bore formed in the first side of the housing, and a second bore formed in 
the second side of the housing; wherein a fastener passes through the bore in the holding means 
and the first bore in the housing, in the first position, and wherein the fastener passes through the 
bore in the holding means and the second bore in the housing, in the second position. Sasaki et 
al. in view of Grieg does not disclose an indexing projection and an indexing projection recess. 
Hayasaka teaches a housing (50) and a detachable holding means (30), wherein an indexing 
projection 36) extending fi-om the holding means (30) is received in an indexing projection 
recess (54) of the housing (50). It would have been obvious to one having ordinary skill in the 
art at the time of the invention to modify the housing and holding menas of Meurer et al, to 
include the indexing projection and indexing projection recess of Hayasaka, for the purpose of 
properly positioning the holding means on the housing. 

Allowable Subject Matter 
9. Claims 9, 22, 23, 33 and 34 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the Hmitations of 
the base claim and any intervening claims. 
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The following is a statement of reasons for the indication of allowable subject matter of 
claim 9: The art of record considered as a whole, alone or in combination, neither anticipates nor 
renders obvious a hand-held device conprising a housing and a detachably mounted clip, the cHp 
having a tool mating surface; a first projection extending outwardly from the tool mating surface 
at a first end, and a second projection extending from a second end of the first projection, 
wherein the first projection has a convave, curved surface between the cUp and the housing. 

The following is a statement of reasons for the indication of allowable subject matter of 
claims 22, 23, 33 and 34: The art of record considered as a whole, alone or in combination, 
neither anticipates nor renders obvious a hand-held device conprising a housing and a 
detachably mounted holding means, wherein a pad is formed on the housing with a perimeter 
that corresponds to the general profile of the clip adjacent the housing, for the purpose of 
providing cushioning to the operator of the device when handling the device about the cUp, as 
well as providing a visual orientation of the cUp on the housing of the device. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Refer to attachment for notice of references cited and recommended for 
consideration based on their disclosure of limitations of the claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gloria R. Weeks whose telephone number is (571) 272-4473. 
The examiner can normally be reached on 8:30 am - 7:00 pm Monday-Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi I. Rada can be reached on (571) 272-4467. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Gloria R Weeks 
Examiner 
Art Unit 3721 



June 9, 2005 
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